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UNITED STATES CIRCUIT COURT OF APPEALS 
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WiLLiIAMS Soap Co., et al. v. J. B. WiLtniAMs Soap Co. 
(193 Fed. Rep., 384.) 
Seventh Circuit, April 11, ror 


1. TRADE-NAME—UsE oF FAMILY NAME. 

\ corporation, the J. B. Williams Soap Co., engaged since 184: 
in the manufacture and sale of “Williams Soap,” may enjoin the use of 
the corporate name “Williams Soap Co.” by another corporation ot 
the use of the name Williams, either in its corporate name or in any 
of its brands, labels, packages or advertisements, unless accompanied 
by means of distinguishing its name and product from those of the 
former company, either by adding to the name some word or words 
other than a Christian name, or by adding a statement that the goods 
are not those of the earlier company. 

2. INFRINGEMENT OF TRADE-NAME—DEFENDANTS. 

Officers of a corporation who control it and dictate its policy are 
properly defendants in a suit to restrain the corporation from acts of 
unfair trade in the use of its corporate and trade-name. 


Seats 


Appeal from the circuit court of the United States for the 


district of Indiana. Rehearing denied July 27, 1911. 


~ 
i OD ee oe ERT 


Charles T. Hanna and Thomas A. Daily, for appellants. 
V. H. Lockwood, for appellee. 


Before Grosscup, BAKER and SEAMAN, Circuit Judges. 
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SAKER, Circuit Judge.—Appellants were enjoined from using 
in any of their soap brands, labels, packages, and advertisements 
the word “Williams” — 


“either in a corporate name, or in the name of any business concern, or 
as an individual name, or in any manner, without distinguishing such 
word from the complainant’s name and the complainant’s products and 
advertising matter by adding to the word ‘Williams’ some other word or 
words, which shall not be merely a Christian name, or by joining with 
the printed corporate or business name such printed words as will say 
in effect that the soap designated or referred to by such other printed 
words is not the soap manufactured by the J. B. Williams Company of 
Glastonbury, Connecticut.” 


Appellee is owner of an old and well-known business at 
Glastonbury. The shaving-soap part of the business dates back 
to 1845. The evidence is that toilet soaps were added at least 
as early as 1885. On soaps, wrappers, cartons, boxes, and in 
all advertisements the word “Williams” has always been con- 
spicuously displayed. For 50 years the products have been 
popularly known as “Williams Shaving Soap” or “Williams 
Soap,” and the company as “Williams Soap’ Company. The 
name is of great value, and appellee has always endeavored to 
protect it. 

In 1895 one Whitney and one William Williams, as Whit- 
ney & Williams, began a soap business at Indianapolis, Ind. 
George. a brother of William, soon bought out Whitney, and 
the business was continued as Williams Bros. In 1899 this firm 
was succeeded by the William Williams Soap Manufacturing 
Company, a corporation. In 1902-03 the appellants S. F. and 
J. M. Daily bought all of William Williams’ stock and all of 
George's except nine shares. George remained as superintendent 
till October, 1903, when he ceased to have any part in the man- 
agement, and in October, 1904, sold his last share. In May, 
1904, the corporate name was changed to the Williams Soap Com- 
pany. From the time of Williams Bros. to the present the 
public and customers have referred to the factory or company 
as the “Williams Soap Factory” or “Williams Soap Company.” 

About June, 1904, appellants put forth a brand of shaving 
soap in a carton which in size, color, and general appearance was 
quite similar to a carton of complainant’s. The resemblance was 
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not intended. After remonstrance of appellee, appellants changed 
the size and color, and quit sending out the first design. 

In 1903, after the Dailys were in control, they put forth a 
brand, “Genuine Antiseptic Shaving Soap, Manufactured by 


Williams Soap Co.” This was a fraudulent imitation of ap- 


pellee’s oldest label. The Dailys were familiar with appellee’s 
label. They approached it in size and color, and their use of 
“Williams Soap Co.” without name or location of the actual 
makers was particularly deceptive. On June 23, 1904, appellants 
shipped their last order of this brand, and thereafter discontinued 
the sale. 

Prior to August, 1904, appellants had used the word “Wil- 
liams” as part of the name of brands of toilet soap, for instance, 
the brand “Williams Antiseptic Tar Soap.” On appellee’s com- 
plaint in August, 1904, appellants discontinued such use. 

Soap of appellants was sold by retailers, who stated to the 
purchasers that the soap was the much-advertised Williams Shav- 
ing Soap, the kind that barbers use. 

By conferences and correspondence extending from August, 
1904, to April, 1905, appellee endeavored to secure protection 
of its rights without suit. The end was that, while appellants 
admitted they had no right to use “Williams” as the name, or as 
a part of the name, of a brand of soap, they insisted that no 
wrong had been done in taking or using the name, “Williams 
Soap Company,” and therefore intended to use the name in the 
future as they had in the past. 

Appeliants, before suit was brought, ceased to imitate labels 
and abandoned the word “Williams” as the name, or as any 
part of the name, of a brand of soap. The quitting was under 
circumstances which indicated that those offenses would not be 
repeated. Unless, therefore, the use and the threat to continue 
the use of the name “Williams Soap Company” were wrongful, 
an injunction would not be justifiable. Aennicott Co. v. Bain, 
I85 Fed., 520, 107 C. C. A., 626. 

A family name, like Williams, can not be exclusively appro- 
priated by any one. Others, of the same name, may use it in 
all legitimate ways. Donnell v. Herring-Hall-Marvin Safe Co., 
208 U. S.. 367, 28 Sup. Ct., 288, 52 L. Ed., 481; Herring-Hall- 
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Marvin Safe Co. v. Hall's Safe Co., 208 U. S., 554, 28 Sup. Ct., 
350, 52 L. Ed., 616. Therefore, appellants say, the Indianapolis 
Williamses had the right to go into the soap business and to use 
their name in connection therewith. That is so, provided their 
use of the name did not carry a false impression. When the 
Indianapolis Williamses had their last say, they put their name 
in the corporate title, William Williams Soap Manufacturing 
Company. Whether that act of theirs was an infringement of 
complainant's rights is not very material now. The Dailys ob- 
tained control of that corporation in 1903. Although no person 
by the name of Williams had any voice in the management after 
April, 1903, the Dailvys were entitled to maintain the name and 
good will of the corporation into which they bought. Chickering 
v. Chickering & Sons, 120 Fed., 69, 56 C. C. A., 475. But they 
had no personal right to the name Williams. Their change of 
the corporate title to the Williams Soap Company is explained, 
on this record, not by any desire of men engaged in business to 
use their family name therein, nor by any necessity of changing 
the name in order to preserve the good will of the establishment, 
but by an intent to avail themselves of the reputation attaching 
to “Williams Soap.” The intent involved in the imitation of the 
yellow label and in the use of the word “Williams” in the names 
of toilet soaps is too obvious for comment. Repentance and re- 
form may have limited the remedy that was needed by way of 
injunction, but the offensive acts remain as applicable evidence 
of the intent involved in the Dailys’ change of the corporate 
name. They knew that in popular phrase their company was 
referred to as the Williams Soap Company. They knew that 
such was not the name of their company, but that “Williams 
Soap” was the name of appellee’s product. If, therefore, they 
should put “Williams Soap Company” on their product, retailers 
could sell it on the reputation of “Williams Soap.” And so they 
used “Williams Soap Company” on the fraudulent yellow label 
before they accomplished by the necessary legal procedure the 
change of corporate name. But with the fraudulent imitations of 
cartons and labels out of the way, the use of “Williams Soap” 
as the name of the appellant company has all the effect of a 
falsehood. The public would be likely to believe that “Baker's 
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Chocolate” Company, “Hall's Safe’ Company, “Williams Soap” 
Company, “Bates Numbering Machine” Company, were respec- 
tively the makers of those well-known products, if no explana- 
tions were made. Bates Mfg. Co. v. Bates Numbering Mach. Co. 
(C. C.), 172 Fed., 8Q2. 

The Dailys were properly made defendants. They were 
not acting as mere agents of a corporation. The corporation was 
rather an instrument in their hands. 

No error was committed in ordering an accounting. Re- 
pentance does not satisfy the damages. 


The decree is affirmed. 


UNITED STATES CIRCUIT COURT 
AMERICAN Tornacco Company v. GLoseE Tornacco Company. 
(193 Fed. Rep., 1015.) 


Eastern District of Michigan, Southern Division, 
December 2, IQ1t. 


1. MarK CoMMON TO THE TRADE. 

The word “Union” is common to all in the tobacco trade, and 
can not be exclusively appropriated. 
TRADE-MARK INFRINGEMENT 

Assuming that the words “Union Leader” were a valid trade- 
mark, it seems that they would not be infringed by the use of the 
words “Union World.” 
3. UnratrR COMPETITION—IMITATION OF TRADE-NAME AND PACKAGE. 

The name “Union Leader” not being subject to exclusive appro- 
priation by the complainant, the use of the words “Labor Leader” is 
not unfair competition when not united with deceptive similarity in 
the package. A red wrapper with gilt lettering 1s common to the 
tobacco trades. Complainant's package being distinguished by a red, 
white and blue band, which the defendant in no wise imitates, /eld 
that there is no unfair competition. 

4. INFRINGEMENT—DECEPTION OF CARELESS BUYER. 

Equity will not interfere to protect the careless or inattentive pur 

chaser from possible deception 


to 


In Equity. On final hearing. 


Reed & Rogers, for complainant. 
Frank H. Watson and Charles Hamper, for defendant. 
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ANGELL, District Judge.—This is a bill to restrain an in- 
fringement of a trade-mark and unfair competition. 

Complainant puts out a brand of tobacco known as “Union 
Leader Cut Plug.” It uses a paper package, wrapped in tinfoil, 
to contain I 2/3 ounces, a cloth bag or pouch to contain 3 ounces, 
a tin box to contain 8 ounces, a canister to contain 16 ounces ; also 
a still larger tin box, shaped like a lunch box, with a handle 
over the top. Each of these packages is colored red in some 
shade, the foil package being the darkest, and, perhaps, properly 
described as maroon. The words and symbols used on the face 
of each form of package are substantially the same, and are as 
follows: At the top the words “Union Leader,” at the bottom 
“Cut Plug.” Between these phrases is a representation of a 
square parcel of tobacco with an eagle in gilt perched on it. 
Around the middle of each package, and so placed as to hide 
in part the representation of the parcel and eagle, is lithographed, 
or pasted, a red, white, and blue band bearing the words, *Genu- 
ine Union Leader Genuine,” on the front of the package, and 
on the back the words, “all genuine Union Leader bears this 
brand for the Protection of the Public against imitations.” The 
words “Union Leader” and “Cut Plug” are in bright gilt letters, 
except on the pouch, where black letters are used. None of 
these packages shows the name of the manufacturer. The thing 
which first attracts attention in looking at any of these packages 
at a distance of a few feet, when the packages are upright, is 
this highly colored red, white, and blue band. 

It appears from the evidence that up to five or six years ago 
the complainant had not used this band, but that, shortly after 
litigation in which claim was made that its package and label 
was an infringement of the rights of the owner of the “Central 
Union” Cut Plug brand, it adopted and has since used this dis- 
tinguishing band. The defendant, beginning early in 1908, and 
after complainant used its band on the package, put out a cut 
plug tobacco which it calls “Union World.” This is put up in 
packages containing the same weight of tobacco as those men- 
tioned above, except that it puts out none in the “lunch box” 
package. The color of its package is red. The red used on the 
larger packages is distinctly less bright than that used by com- 
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plainant. There is not much difference in the color of the foil 
packages—the smallest and cheapest. The lettering is in gilt, but 
differs decidedly in size and appearance from that used by com- 
plainant. The words on the smallest package are “The Labor 
Leader” at the top, always in quotation marks, and = in 
type so small as to be hardly visible a few feet away; below them 
in large type in relief “Union”; at the bottom, likewise in relief, 
“World.” Between “Union” and “World” is a representation in 
gilt, on the maroon background, of an arm bent with a hammer 
in the hand surrounded by a portion of a spherical projection 
of the world. At the top of this representation is the word 
“trade” and at the bottom “mark.” This representation appears 
upon each of the packages except the box containing eight ounces, 
and except that box each package shows near the top on the 
front the words, in quotation marks, “The Labor Leader,” and 
somewhere the words, “Not made by a trust.” The pouch and 
the canister show the name of the manufacturer. 

Complainant claims that the words “Union Leader” con- 
stitute a trade-mark; that this trade-mark is infringed by the 
words “The Labor Leader,” “Union World”; that it has ac- 
quired an exclusive right to use the words “Union” an “Leader” 
on tobacco packages of the general type of those it puts out, 
because, due to energy and the expenditure of great sums of 
money, all over the country the words and the packages have 
come to indicate the origin of the goods; that defendant's pack- 
ages, due to their dress and labeling, constitute an infringement 
of its exclusive rights, and that defendant’s conduct is wrongful. 
The general claims of the complainant may be considered in the 
order stated. 

The word “Union” is common to every one in the tobacco 
trade. To this word it has been distinctly held, in favor of this 
complainant, there can be no exclusive right. U.S. Tobacco Co. 
v. McGreenery (C. C.), 144 Fed., 531, affirmed 144 Fed., 1022, 
74 C. C. A., 682. The defendant and its predecessors in title 
have for many years used the word “Leader” upon tobacco manu- 
factured by it and them, and one of its predecessors copyrighted 
the word, whether lawfully or not, more than 30 years ago. That 
its use has been mainly on chewing tobacco is not important. 
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Layton Co. v. Church Co., 182 Fed., 39, 104 C. C. A., 475, 32 
L. R. A. (N. S.), 274, and cases cited. As against defendant, 
complainant can not successfully contend that it has acquired 
a trade-inark in the word “Leader.” 

The words “Union World” are so different in sound and 
meaning from the words “Union Leader” that, as words and 
irrespective of the get-up on which they are used, I think they 
could not be held to infringe the latter, even if the latter were 
held to be entit'ed to protection as a trade-mark. 

What appears to be the principal contention of complainant 
remains to be considered. 

It is insisted that the use on three of the packages of the 
words in quotation marks “The Labor Leader,” above the word 
“Union,” and at some distance from the word “World,” amounts 
to an infringement of trade-mark and a wrong to complainant 
in view of the general likeness of the size and color of the pack- 
ages, and of the way in which, and the extent to which, the com- 
plainant has advertised its goods. There are some resemblances 
in the packages, but most of them arise “from features which 
have been combined in common use and to which no one has 
exclusive right. That any one is deceived by the size, shape, 
tinfoil, or general make-up of the package, or by its paper, let- 
tering, or color, does not help the complainant's case. All these 
are old, separately and in combination. The complainant must 
show deception arising from some features of its own not com- 
mon to the public.” Lowell, J., in U. S. Tobacco Co. v. McGreen- 
ery (C. C.), 144 Fed., 532, affirmed 144 Fed., 1022, 74 C. C. A., 
682. In that case the maker of “Central Union” Cut Plug sought 
to enjoin this complainant from putting out “Union Leader” 
without the tricolored band above mentioned. Injunction was 
denied. The Central Union package is in evidence here. The 
Union Leader package without the band in my judgment is more 
-asily mistaken for the Central Union than for the Union World. 
Complainant has no exclusive right to the red color, nor to the 
size and shape of the packages, nor to the use of gilt letters on 
them. These things are undeniably open to the trade. 

The controlling question in the case is this: Has the com- 
plainant any just ground of complaint because of the use by 
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defendant on its package of the words “Leader” and “Union” 
as they appear ? 

The rule is settled that “equity will not interfere where 
ordinary attention by the purchaser would enable him to dis- 
criminate” between the goods put out by the parties, and that 
one is not bound to prevent a purchase by a careless purchaser. 
McLean v. Fleming, 96 U. S., 245, 24 L. Ed., 828; Coats v. 
Merrick Thread Co., 149 U. S., 562, 13 Sup. Ct., 966, 37 L. Ed., 
847; Columbia Co. v. Alcorn, 150 U. S., 467, 14 Sup. Ct., 151, 
37 L. Ed., 1144; Lorillard Co. v. Peper, 86 Fed., 956, 30 C. C. A., 
490; Continental Co. v. Larus, 133 Fed., 729, 66 C. C. A., 557; 
Regensburg v. Portuondo Co. (C. C.), 136 Fed., 869; Am. 
Brew 'y Co. v. Bienville Co. (C. C.), 153 Fed., 615; Jamison Co. 
v. Jamison, 15 R. P. C., 189; Fels v. Hedley Co., Ltd., 21 R. 
P.C., 91; King & Co., Ltd., v. Gillard & Co., Ltd., 22 R. P. C., 
327: 

With the tricolored band in use, it is hard to see how a 
person, even illiterate, who cared at all what goods he got, 
could be deceived into taking defendant's goods for complainant’s. 
The testimony as to deception in the record, if admissible, only 
goes to show that careless purchasers have probably been de- 
ceived, not that purchasers who took enough interest in their pur- 
chases to look at the packages before pocketing them were 
deceived. The defendant puts on its package nothing remotely 
resembling the distinguishing band used by complainant. 

It is urged by complainant that the court ought not to regard 
this tricolored band. But it had been used by complainant after 
the decision of the McGreenery Case for some time before de- 
fendant began putting out “Union World,” and there seems to 
be no just reason for overlooking it in the make-up of complain- 
ant’s goods. But, if it were disregarded, I am not prepared 
to hold that a person exercising ordinary care in buying would 
be deceived by the packages. As above stated, he would in my 
opinion be less likely to be misled than by the likeness of the 
packages involved in the McGreenery case. The testimony for 
complainant indicates that the ground of mistake would be the 
red package, and the use of the word “Union.” Clearly the de- 
fendant can not be forbidden to use a red wrapper with the 
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word “Union” on it. In the present case, that word on 
the smaller packages is printed in distinctly different type from 
the word on complainant's package, and is above a symbol wholly 
unlike that on complainant's package. 

But, whatever the proper conclusion, if defendant had put 
out its goods before complainant used the band, it is to my mind 
clear that, when it did put them out with nothing like the band 
on the package, it did no wrong to comp!ainant. 

Having reached this conclusion, it is unnecessary to con- 
sider some of the other matters discussed by counsel with much 
learning and thoroughness. 


Decree must be entered for defendant. 


UNITED STATES DISTRICT COURT 
Samson Corpace Works v. PurrrAN Corpacre MILLs. 
(193 Fed. Rep., 373.) 

Western District of Kentucky, March 23, 1912. 


TrADE- MARK—VALIDITY. 

The method of marking a cord by means of checks, formed by 
the interweaving of a yarn of a color different from the others used 
in the making of the yarn, can not be exclusively appropriated, nor 
form a valid trade-mark. An arbitrary mark impressed upon a fabric 
may be a trade-mark; but a mark appearing upon the fabric as a nec- 
essary result of the process of making it from the materials used, 
can not be a trade-mark. 


In Equity. On final hearing. For opinion on motion for 
prelivinary injunction, see Reporter, Vol. I], p. 151. 


Coale & Hays and McDermott & Ray, for com>lainant. 


Helm «> Helm, for defendant. 


Evans, District Judge.—This case is now before us for final 
determination. The record is precisely the same as it was when, 
on the 11th day of November last, we disposed of a motion 
for a temporary injunction. In an opinion then del'vered (193 
Fed., 274) we quite briefly expressed our views upon the essen- 
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tial question upon which the case must turn. We need not re- 
peat much of what was then said. 

This is not a suit for unfair competition in trade to which 
much of the argument of complainant's counsel might be more 
applicable, but is one based upon the alleged infringement of a 
trade-mark. The right to relief, therefore, depends upon the 
existence of a valid trade-mark. As previously indicated, we 
think none enxists. 

In manufacturing cordage the complainant combines as many 
threads or strands as may be desired. One of these is of a color 
different from all the others, which are of a uniform color. The 
process of fabrication by twisting and intertwining these strands 
into cord, and the regular appearance of spots on its surface 
as the result of the process was described in the former opinion. 
It will suffice now to say that in this way striking and probably 
decorative spots are made to appear on the surface of the cord 

a red spot, if a red strand is used, and so on through the list 
of colors. The complainant insists that it may in this way 
appropriate all the colors for trade-mark purposes. As has been 
done time out of mind in making cordage by others, one thread 
of a different color from the others is used by the complainant. 
In the process of fabrication the colored thread, as the strands 
are twisted, makes spots of its own color on the surface of the 
cord. All this is part of the cord itself and can not be regarded 
as a “mark,” arbitrary in character, within.the meaning of trade- 
mark law. It is an inherent and necessary result of the fabri- 
cation of a rope out of strands of different colors, and hence 
can not be a trade-mark. Many cloth fabrics have more or less 
distinctively colored figures woven into them. These are not 
regarded as trade-marks but as decorative devices open to all 
and free from monopoly. 

The line may be a narrow one, but we take it the distine- 
tion is this: When an arbitrary mark, not naturally part of the 
fabric, is in any wise impressed upon it, it may be a trade-mark, 
if so intended and used, but no spot made on or color imparted 
to a fabric as the inevitable or natural result of using the material 
of which the fabric is made can be the basis of a trade-mark, 


for the reason that the making of the spots thereon or the im- 
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partation of the color thereto by the use of appropriate raw ma- 
terial is open to the public generally, and may not be exclusively 
appropriated by anybody. Any other doctrine would be intol- 
erable. 

The complainant seeks support in the fact that it uses the 
trade-mark on sash cord, but we think such a limitation, if in- 
sisted upon, is immaterial. It may be, too, that, if a trade-mark 
is not applicable to the genus, it can not be so as to any species 
of cordage. However, it is not necessary to rule upon this prop- 
osition. 

It may be that the defendant has closely and intentionally 
imitated complainant's fabric, but, however that might affect a 
suit of different character, it can not aid in assuring complain- 
ant’s claim to a valid trade-mark. 

It results that the bill of complainant must be dismissed, 
with costs. 


BorDENS CONDENSED MitK Co. v. BorpENS IcE Cream Co., e¢ al. 
(194 Fed. Rep., 554.) 
Northern District of Illinois, Eastern Division, March 12, 1012. 


Unerair CoMPETITION—TRADE-N AME. 

The name Bordens having become identified with the manufacture 
and sale of milk products through nearly fifty years of use by Bordens 
Condensed Milk Company and its predecessors, that company is en- 
titled to enjoin the use of the name Bordens in connection with the 
manufacture and sale of ice cream without the use of some plain and 
unmistakable means of designating the product as not of the former’s 
make 


In Equity. On motion for a preliminary injunction. 
Pringle & Fearing, for complainant. 
George IV. Brown and IVharton Plummer, for defendants. 


Koutsaat, Circuit Judge—This cause is now before the 
court upon motion for a preliminary injunction. The amended 
bill represents that complainant and its predecessors have been 
engaged in the milk business in all its phases since the year 1864, 
having its main office and 11 other offices in Chicago; that it 
manufactures and sells 17 different milk products under the 
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name Borden, besides 14 products under other fancy names; 
that it has registered trade-marks used on more of said brands; 
that the name Borden was taken from the name of Gail Borden, 
the founder; that it has made great expenditures of money in 
and about building up its said business, and that the name Bor- 
den has become a trade-name of great value in the milk busi- 
ness and its products; that it handles cream, butter, condensed 
milk, evaporated milk, malted milk, caramels, milk chocolate, 
buttermilk, casein, and condensed coffee, and sells the same 
throughout the state of Illinois, much of it to confectioners to 
be used in making ice cream, and that it has spent large sums 
in placing said confection product in the market, so that the name 
sorden, used in connection with milk or cream foods, such as 
ice cream, would, in the public mind, identify such article with 
that of orator; that under its charter orator has the right to 
deal in the manufacture and sale of all forms of milk products 
and all articles incident thereto. The bill further represents 
that the defendants, Borden, Brown, and Stanley, applied for a 
license to incorporate on May 25, 1911, under the name *“Bor- 
den Ice Cream Company,” with full notice of complainant’s 
rights in the premises, and were requested by complainant to 
drop the name Borden; that objection was also made to the 
Secretary of State; that, notwithstanding, defendant corporation 
was granted a charter on August 16, 1911, for the purpose of 
manufacturing and selling ice cream, ices, and similar articles. 
The bill further states, on information and belief, that 
Charles F. Borden was given one share of stock in said cor- 
poration, having a face value of $100, being one-fiftieth of the 
amount at which said corporation was stocked, in consideration 
for this consent to the use of his name in connection with 
said corporate name; that, therefore, he had never been engaged 
in the milk business, or any phase thereof, and that the adoption 
of said name was solely for the purpose of fraudulently appro- 
priating the reputation of complainant's product; and that de- 
fendant Lawler subscribed for forty-seven fiftieths of said stock, 
and is believed to be the real owner of said corporation. The 
bill further sets out that complainant has the right to engage in 
the manufacture and sale of ice cream and similar articles, and 
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is about to do so, and to use the name Borden in connection 
therewith; that said articles of manufacture are closely allied to 
its present manufacture, and that the principal ingredients 
thereof are identical with its products; that defendant corpora- 
tion intends to advertise its wares as the Borden product through- 
out complainant’s territory aforesaid, in order to deceive and 
defraud the public into the belief that said wares are complain- 
ant’s product, whereby the reputation of complainant's products 
will be greatly injured, and its business injured; that confusion 
will inevitably arise, and that customers of complainant will be 
unable to know that defendant’s product is not that of complain- 
ant; and that each of said defendants is conspiring with the 
others to do said illegal acts for their several benefit, to the 
detriment and injury of orator. 

The answer denies all the allegations of fraud, claiming that 
it has the right to use the name Borden Ice Cream Company, 
admits that Borden has only one share, and states that said 
3orden subscribed for said share in good faith, and is now 
the vice-president of the company. It denies that said share 
was given Borden without other consideration than the use of 
his name, but admits that he had never before been engaged 
in the ice cream or kindred business. The answer further states 
that Harry Lawler, one of the defendants. is the principal owner 
of the stock of said corporation, having subscribed to forty-seven 
fiftieths thereof, and that he is also the principal stockholder of 
the W. H. Collins Ice Cream Company, claiming $40,000 fully 
paid stock thereof, doing business in Chicago and Cook county, 
and is, besides, a wholesale and retail dealer in ice in said county. 

The answer denies all charges of conspiracy, all claims of 
intent on defendant’s part to appropriate complainant’s reputa- 
tion or good will, and denies that complainant's business will 
be injured by the use of same name. It further denies that com- 


plainant has a property right in the name Borden, in connection 
with the milk business, any more than defendant Borden has. 
From the pleadings and the affidavits filed herein, the court 
finds that complainant has, through great expense and business 
sagacity built up a very large trade in milk and milk products 
in Chicago and the state of Illinois under the name Borden; that 
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by its charter it is permitted to manufacture ice cream and kin- 
dred articles, and is about to do so; that in the milk and kindred 
trades the name Borden has become inseparably associated with 
complainant, and that the public so associates it; that defendant 
is just starting in the ice cream and other business; that the 
defendants, and each of them, entered into a scheme to appro- 
priate the good will and secure the benefits of the trade-name 
of complainant, and in pursuance of such scheme secured the 
connivance of defendant Borden, and now seek to justify their 
act by the fact that he owns a nominal interest in the corporation. 
The purpose is naked. 

Complainants, upon the record shown, have a valuable prop- 
erty interest in the name Borden in connection with the manu- 
facture and sale of ice cream, and the consummation of 
defendants’ scheme would necessarily result in serious injury 
to complainant's business and in fraud upon the public. 

It is therefore ordered that the preliminary injunction be 
granted, restraining defendants from the use of the name Borden 
in the manufacture and sale of ice cream and like articles, with- 
out plainly advising purchasers in some unmistakable manner 
that the product is not that of complainants, until the further 
order of the court. 


SUPREME COURT OF WASHINGTON 


WRIGHT RESTAURANT Co., et al. v. SEATTLE RESTAURANT Co., 
et al. 


(122 Pac. Rep., 348.) 


1, TRADE-NAME—RIGHT To Ust ONnE’s Own NAME 

One who founds a business to which he gives his name and suh 
sequently organizes a corporation to continue the business, under his 
name, loses thereby the right to make unrestricted use of his name in 
an independent business. In starting such a business, he is bound to 
take positive precautions to prevent the public from being misled into 
the belief that the later business is that with which his name was first 
connected. 


Appeal from a judgment of the superior court, Kings 
county, sustaining a demurrer to the complaint. 
Herbert E. Snook, for appellants. 
Leopold M. Stern, for respondents. 
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Evuis, |.—Action to enjoin the use of a trade-name in unfair 
competition. A general demurrer to the complaint was sus 


tained. The action was dismissed. The plaintiffs have appealed. 

The complainant in substance states that, for a long time 
prior to the incorporation of the plaintiff, Wright Restaurant 
Company, a corporation, the defendant Chauncey Wright was 
the sole owner of a restaurant which he conducted at No. 164 
Washington street in the city of Seattle, under the name “Chaun 
cey Wright’s Café,” which was painted in large letters upon the 
front window of the place of business; that he had built up a 
large and profitable trade; that he offered to sell to the plaintifi 
Charles Gearheart, for $4,500, a one-half interest in the business, 
representing that under his name he had built up a_ business 
amounting to more than $8oo per month, net profit, and that if 
continued under the name of Chauncey Wright the business 
would continue to be no less profitable; that, having investigated 
the business and found these representations true, the plaintiff 
Charles Gearheart, on October 6, 1909, purchased a half interest 
in the business, paying Wright therefor $4,500 in cash; that 
before and at the time of the purchase, Wright emphasized the 
fact that his name at the head of the business and good will would 
insure a prosperous and lucrative business; that after the pur- 
chase, and under the partnership name “Chauncey Wright's 
Café,” Wright and Gearheart and the corporation afterwards 
organized did a prosperous business, of which the profits were 
in about the sum of $800 per month up to October 6, 1910; that 
some time prior to February 24, 1910, Wright and Gearheart 
concluded to incorporate, and it was agreed between them that 
the corporate name should be “Wright Restaurant Company,” 
and that the name “Chauncey Wright's Café” should remain 
upon the front window of the restaurant, for the reason that 
Chauncey Wright was well known in that business and in that 
locality, and that his name was so identified with the business 
that it would prosper under the incorporation as it had under the 
copartnership; and that thereupon the parties did incorporate 
under the corporate name “Wright Restaurant Company,” with 
a capital stock of 10,000 shares of a par value of $1 each, divided 
equally between Wright and Gearheart; that about October 6, 
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1910, Wright proposed to sell his 5,000 shares of stock to Gear- 

heart for the sum of $4,000, which proposal was acceded to by 

Gearheart, who received a transfer of the 5,000 shares from 

Wright, paving him therefor $4,000; that the sale was made 

without reservation of any kind; that Gearheart became the 

owner of the interests of Wright in the café, with the exclusive 
right to use the corporate name and the trade-name “Chauncey 

Wright's Cafe’; that soon after the sale of his stock in the 
Wright Restaurant Company, Chauncey Wright organized a 
corporation, the defendant Seattle Restaurant Company, of 
which he became president, and opened and began conducting 
through that corporation another restaurant and café at No. 110 
Occidental avenue in the city of Seattle, within the same block 
in which the plaintiffs’ restaurant is located, and caused his 
name, “Chauncey Wright,” in large letters, to be printed upon 
the front window thereof, followed in very much smaller letters 
by the words, “President, Seattle Restaurant Company”; that 
Chauncey Wright and the Seattle Restaurant Company so con- 
duct and operate the restaurant under that name, for the purpose 
and with the intent to deceive the public and to make the public 
believe that the restaurant on Washington street has moved to 
Occidental avenue, and under the same auspices as Chauncey 
Wright's Café on Washington street, and that the public has 
received that impression and belief; that the defendants at once 
began and continue to advertise the new restaurant under the 
name “Chauncey Wright” as president of Seattle Restaurant 
Company, by means of moving picture shows and in the daily 
newspapers, in the same lettering as that upon the window, for 
the purpose and with the result of causing the general public to 
believe that Chauncey Wright had discontinued his restaurant on 
Washington street, and moved to and become re-established at 
110 Occidental avenue; that since the name of Chauncey Wright 
has been advertised and exploited by the defendants in connection 
with the new restaurant, the business of the plaintiffs on Wash- 
ington street has become impaired, and will be irreparably im- 
paired if the defendants continue to use and exploit the name 
Chauncey Wright as they are now doing; that prior to the com- 
mencement of this action, the plaintiffs notified the defendants 
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not to open any restaurant on Occidental avenue, and not to 
use the name Chauncey Wright in connection therewith; that 
by reason of the premises the plaintiffs have already been dam- 
aged in the sum of $2,000, and will be damaged in the further 
sum of $10,000 if the use of the name of the defendants be 
continued; and that the plaintiffs will be deprived of a large 
percentage of their patronage unless the defendants be enjoined. 
The complaint then prays for an injunction restraining the de- 
fendants from using the name, or advertising their business on 
Occidental avenue under the name of Chauncey Wright, and 
for damages in the sum of $12,000, and for general relief. 

The demurrer, of course, admits as true every allegation of 
fact in the complaint. Do these facts constitute a cause of ac- 
tion? To answer this question intelligently we must not lose 
sight of the nature of the action. It was not an action to restrain 
the use of a proprietary trade-mark, nor to protect the sale of 
a good will. The first of these rests in the infringement of an 
exclusive proprietary right; the second, in breach of contract. 
The complaint here can .not be sustained upon either of these 
grounds. This action, if it can be maintained at all, must rest 
upon unfair competition by the fraudulent use. of a trade-name. 
In such a case no exclusive right in the plaintiffs to the use of 
the name need be shown. “In fact, the distinguishing feature of 
cases of unfair competition is the protection of one who has 
no technical trade-mark and hence no exclusive property right.”’ 
Paul on Trade-Marks, § 211. But the plaintiff in such a case 
must have the right to use the name, and he or his predecessor 
in interest must have actually enjoyed the prior use. When 
these things are shown, his use of the name will be protected by 
injunction against others using it unfairly to his injury. This 
court has so held: “The rule seems to be well established that 
‘a corporation may be enjoined from using a name or conducting 
its business under a name so similar to the name of a previously 
established corporation, association, partnership, or individual, 
engaged in the same line of business, that confusion or injury 
results therefrom.’ Martell v. St. Francis Hotel Company, 51 
Wash., 375, 379, 98 Pac., 1116, 1118 (16 Am. Cas., 593); 
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Rosenburg v. Fremont Undertaking Company, 63 Wash., 52, 114 
Pac., 886. 

According to the allegations of the complaint, when the 
plaintiff Gearheart entered into partnership with the defendant, 
it was mutually agreed that the trade-name “Chauncey Wright’s 
Cafe” should be used by the partnership. The right to use it 
thereby became a partnership asset. 

On the formation of the corporation “Wright Restaurant 
Company,” it was also agreed that the name “Chauncey Wright’s 
Café” should remain upon the window, and that the business of 
the corporation should be conducted in that name. Unquestion- 
ably the right to use the name as a trade-name passed to the 
corporation by the consent of all parties concerned. Allegretti 
v. Allegretti Chocolate Cream Company, 177 Ill, 129, 52 N. E., 
487; Bissell Chilled Plow IVorks v. T. M. Bissell Plow Company 
(C. C.), 121 Fed., 357. “Sale of Business Site; Effect of, on 
Names.—This question is complicated often, because the name 
which is transferred is attached more or less definitely to some 
locality, building, or address, which has become really a part of 


the name and reputation of the business. This is true frequently 


of hotels, breweries, natural springs, newspapers, and the like. 
In such cases he who buys the buildings, or acquires the right to 
occupy them, will have the right to use the name attaching 
thereto, in the absence of very explicit contractual arrangement.” 
Nims on Unfair Business Competition, § 54. 

That right, being thus vested in the corporation, was a right 
which remained with it so long as it saw fit to use the name, 
regardless of the ownership of its stock. The sale of his stock 
by the respondent Wright in no manner affected this right. Nor 
was this right affected by the further circumstance that the dis- 
tinctive feature of the trade-name was the name of the respond- 
ent Chauncey Wright. “Thus, the outgoing stockholders of a 
corporation, the most distinguishing part of whose names the 
corporation bears, have no right to compete in business under a 
corporate name so nearly like the first as to mislead customers.” 
Paul on Trade-Marks, § 216; Van Auken Company v. Van Augen 
Steam Specialty Company, 57 Ill. App., 240; Holmes, Booth & 
Hayden v. Holmes, Booth & Atwood Mfg. Company, 37 Conn., 
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278, 9g Am. Rep., 324; Penberthy Injector Company v. Lee, 120 
Mich., 174, 78 N. W., 1074. While these authorities deal with 
the corporate name as a trade-name or trade-mark, they are not 
based upon the fact that the name was acquired as a part of the 
corporate franchise, but upon the fact that the name was a 
trade-name, and so used by the corporation. Hazelton Boiler 
Company v. Hazelton Tripod Boiler Company, 137 Ill., 231, 
28 N. E., 248. 

The rule is, therefore, equally applicable whether the name 
used as a trade-name be that of a corporation, or another name 
legally acquired and used by the corporation as a trade-name. 
In the foregoing cases, and in cases where the parties have the 
same name or names idem sonans, the injunctive relief was 
granted, not because of any corporate franchise. but upon the 
broader principle that a man may not so use any name, not even 
his own name, as unfairly to compete with another person or 
corporation by confusing in the public mind his business with 
that of the competitor first using a trade-name of which the 
name in question was the distinctive feature.  /nternational 
Silver Company v. William H. Rogers Corporation, 66 N. J. Eq., 
119, 57 Atl., 1037, 2 Ann. Cas., 407; l’alentine Meat Juice Com 
pany v. Valentine Extract Company, L.td., 83 Law Times Report, 
259; Royal Baking Powder Company v. Royal, 122 Fed., 337, 
58 C. C. A., 499; /nternational Silver Company v. Simeon L. & 
George H. Rogers Company (C. C.), 110 Fed., 955; Stuart v. 
Stewart Company, 91 Fed., 243, 33 C. C. A., 480; Halter Baker 
Company, Ltd., v. Baker (C. C.), 87 Fed., 209; Halter Baker 


CF 


Company, L,td., v. Sanders, 80 Fed., 889, 26 C. C. A., 220. Many 
other decisions of like import might be cited, but these will be 
sufficient to exemplify the rule. 

\ majority of the adjudicated cases involved the use of 
trade-names or trade-marks as applied to some specific article 
or class of manufacture or merchandise, but the rule is applied, 
and it seems to us with equal reason, to a trade-name when used 


in connection with a business of any kind so as to become affixed 
to the establishment. Booth v. Jarrett ¢> Palmer, 52 How. Prac. 
(N. Y.), 169. Such is the established rule as applied to names 


other than personal proper names, even though not names which 
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might be exclusively appropriated as technical trade-marks 


IVemstock, Lubin & Company v. Marks, tog Cal., 529, 42 Pac.., 


142, 30 L. R. A., 182, 50 Am. St. Rep.. 57; Martell v. St. Francts 
Hlotel Company, supra; Rosenburg v. Fremont Undertaking Com- 
pany, supra, 

Conceded, as it must be, that the right to use the personal 
name of another may be acquired, then the same rule of protec- 
tion applies. The protection must be commensurate with the 
right. While every person has the undoubted right to use his 
own name in his own business, he can not so use it as to unfairly 
compete with another with whose business that name has become 
identified and rightfully used as a trade-name. Such is the 
decided trend of the more modern authority. 28 dm. & Eng. 
Enc. Law (2d Ed.), p. 426. “Where a personal name has be 
come identified with particular goods or a particular business so 
as to denote, in a secondary sense, such goods or business, a 
person of the same or similar name subsequently engaging in 
the same business or dealing in the same 


goods must adopt 


a 
affirmative precautions to prevent unnecessary confusion. Un- 


1 
(| 
t 


er such circumstances, the use of such a name by another 
person of the same name, unaccompanied by any precaution or 
indication of difference, in itself, amounts to a deceptive artifice 
or misrepresentation, and constitutes unfair competition.” 28 
Am. & Eng. Eney. Law (2d Ed.), p. 428; Lever Bros., Ltd., 
Boston Works v. Smith (C. C.), 112 Fed.. 908. 

\pplving the principles which we conceive to be established 
by the foregoing authorities to the complaint here, we are con 
strained to hold that it states a cause of action. In view of the 
near location of the respondents’ place of business to that of 
the old concern, we can not say that their use of the name 
“Chauncey Wright” as the distinguishing feature of their sign 
on the window, and in advertisements both in the newspapers and 
by means of moving picture shows, was not reasonably calculated 
to divert patronage from the old coneern, under a belief that the 
new had succeeded to the business of the old or was_ being 
conducted under the same auspices. That such was the design 
seems plain. The unusual arrangement with the name “Chaun- 


cey Wright” placed first in conspicuously large letters, followed 
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by the words, “President, Seattle Restaurant Company,” in very 
much smaller lettering, could hardly have been adopted for any 
other purpose. In any event, the purpose is not important if 
the means employed were reasonably calculated to, and actually 
did, attract patronage under the mistaken belief. Whether they 
actually had that effect or not must be determined by evidence. 
We merely hold that it can not be said as a matter of law that the 
means used were not such as might reasonably be expected to 
create confusion and unfairly divert patronage to the injury of 
the appellants. 

Cases are not wanting in which courts have enjoined the 
use of signs and advertisements when so similar in their dominant 
features to those in use by another as to lead to such confusion, 
especially where the places of business are in close proximity to 
each other. Jl einstock, Lubin & Company v. Alarks, supra; 
American Brewing Company v. St. Louis Brewing Company, 47 
Mo. App., 14; Johnson v. Hitchcock (Sup.), 3 N. Y. Supp., 680; 
Cady v. Schultz, 19 R. I., 193, 32 Atl., 915, 29 L. R. A., 524, 61 
Am. St. Rep., 763. The respondent Wright undoubtedly had 
the privilege of entering into the restaurant business when and 
where he would and to use his own name in connection there- 
with. It was, however, his duty to adopt such affirmative pre- 
cautions in the use of his name as to prevent unnecessary con- 
fusion of his with the appellants’ business. 

The judgment is reversed, and the cause remanded, with 
directions to overrule the demurrer and determine the issues upon 
evidence. 

Dunpar, C. J., and Crow, CuHapwick and Morris, JJ., 
concur. 


KANSAS CITY, MISSOURI, COURT OF APPEALS 


McGrew Coat Co. v. MENEFEE. 
(144 Southwestern Rep., 869.) 


1. TRADE-MARK—DESCRIPTIVE TERM. 

The name “Electric Lump” applied to bituminous coal indicates 
and is intended to indicate that the coal is mined by electric machinery 
and is in larger lumps and more free from dust than if mined in the 
old way. It is, therefore, descriptive and can not be a good trade-mark. 
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Another dealer in coa! similarly mined may use the term in the sale of 
his product. 


Appeal from judgment of the circuit court, Pettis county, 
dismissing the bill of complaint. 


Barnett & Barnett, for appellant. 
George F. Longan and J. T. Montgomery, for respondent. 


Jounson, J.—This is a suit in equity to enjoin defendant 
from infringing a trade-mark of plaintiff and from injuring its 
business by using a trade-name to the use of which plaintiff 
alleges it has the sole proprietary right. The answer is a gen- 
eral denial. On final hearing the court decided the issues in 
favor of defendant and dismissed the bill. Plaintiff appealed. 

For many years |]. C. McGrew was the owner and operator 
of large coal mines near Lexington. There were other mines in 
the same district, and practically the same kind and quality 
of bituminous coal was mined throughout the district. Plaintiff 
claims the coal taken from the McGrew mines was better than 
the coal from other mines, but all of the coal was mined from 
the same vein, and we think the evidence as a whole does not 
disclose any marked superiority in the McGrew coal. About 
15 years ago the large operators in the district, including Mc- 
Grew, began using electric cutting machines, and thereby were 
enabled to extract the coal in larger, cleaner lumps and with 
less slack and dust than they had been able to do under old 
methods. The use of such machines by miners of bituminous 
coal has become general, and most of such coal sold in the mar- 
kets has been mined with the aid of such machines. 

Shortly after he began using the machines, McGrew adopted 
“McGrew’s Electric Lump” as a trade-name and used it to des- 
ignate the coal shipped from his mines. In 1905 he filed in the 
office of the Commissioner of Patents the advertising label he 
had been using, and in 1907 his trade-mark, “McGrew’s Electric 
Lump,” was registered in the Patent Office, and a certificate of 
registration was issued to him by the Commissioner. In 1908 
he sold his mines and mining business, including his trade-mark 
and copyright, to plaintiff. It has been the uniform custom of 
plaintiff and its predecessor to use the registered label in adver- 
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tising the mines by pasting such labels on cars and lumps of coal 
in conspicuous places. The registered label is in the form and 
semblance of a flaming disc or wheel. In the center of the disc 
is a large, black, clean-looking lump of coal in ardent combustion, 
this effect being produced by a combination of colors represent- 
ing flames radiating in all directions from the lump. This fer- 
vent foreground is set against a white field inclosed by the 
luminous border. Across the face of the lump are the words 
“Electric Lump” in heavy white letters. Above and below the 
lump and in the foreground are the words “trade-mark.” In a 
circle inclosing the foreground are the words “J. C. McGrew, 
Producer and Shipper, Lexington, Mo.,” in red letters. Beyond 
these words and in a larger circle set against the white field are 
the words “McGrew’s Electric Lump Coal” in very large black 
letters. The word “coal” is at the bottom of the circle and is 
shaded in red. The tout ensemble is decidedly striking and gives 
an impression of a burning sun deriving its heat from a lump of 
coal. In addition to the effect on the eye of an arrangement of 
red, yellow, and white in resemblance of intense heat are the 
scarcely less attractive contrasting combinations of a white work 
on a black background and a black work on a white background. 
It is not hard to believe that the liberal and continuous use of a 
label so garish would serve to identify the name “Electric Lump” 
with coal produced at plaintiff's mine. 

Defendant is a retail coal dealer in Sedalia. In 1904 he 
became the agent in Sedalia for the sale of McGrew’s coal, and 
in 1906 was given the sole agency for that city. At first defend- 
ant used McGrew’s trade-mark in advertising his business, but 
in time discontinued the practice and began advertising the busi- 
ness in his own name and made a feature of the name “Menefee’s 
Electric Lump” in his advertisements. He had this name painted 
in ordinary letters on his delivery wagons and on a sign at his 
place of business and used the name in newspaper advertising. 
McGrew objected to the name, claiming its use was an infringe- 
ment of his trade-mark. The subject was discussed in a pro- 
longed correspondence between the parties in the course of which 
defendant changed the name to “Menefee’s Electro Lump.”” This 
did not satisfy McGrew, and later defendant again changed 
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the name making it “Menefee’s Elective Lump.” McGrew was 
not mollified by the second change and, becoming convinced that 
defendant intended to continue in his objectionable conduct, 
terminated the agency. Defendant then bought coal of another 
operator in the Lexington district, and, as this operator used 
electric machines in mining, defendant continued to use “*Mene- 
fee's Elective Lump” as his trade-name. 

Plaintiff alleges in the petition “that the name “Electric 
Lump’ was given to this coal by the said James C. McGrew be- 
cause it was mined and gotten out by means of electric machinery, 
and in that manner was gotten out in larger lumps and in more 
desirable form for the market and was more valuable for the 
trade than coal mined in the ordinary way.” 

Defendant did not use any label or any device or symbol, 
nor did he in any manner afhx his trade-name to coal sold by 
him. The extent of the use he made of the name was to paint 
it in plain letters on his wagons, his business sign, and to use 
it in his newspaper advertisements. In such state of case the 
cause of action alleged in the petition must rest, if at all, on the 
idea that the use by defendant of the words “Electric Lump” 
was an infringement of plaintiff's trade-mark and, if not such 
infringement, was, at least, such unfair competition, so violative 
of the principles and rules of fair trade as to afford plaintiff 
the redress he seeks. 

At the outset we rule that the changes made by defendant 
in trade-name were ineffectual and worked no betterment of 
his position and status towards plaintiff. Of course, the dic- 
tionary meanings of the words “electric,” “electro” and “‘elec- 
tive’ are different; but the purpose of defendant to employ a 
term that would convey the impression to the public that he 
was selling coal mined by electricity was manifested by the 
words he selected and emphasized by the changes to whicli lie 
resorted in a vain effort to pacify his principal and still to retain 
a popular trade-name. 

We shall disregard the changes and treat the name as still 
being “‘Menefee’s Electric Lump.” We do not sanction the view 
of plaintiff that these changes evinced a fraudulent intent of 
defendant to commit an act of piracy. He knew that McGrew 
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claimed an exclusive right to use the name “Electric Lump” 
and made the changes under stress of McGrew’s threat to ter- 
minate the agency and to force him into annoying and expensive 
litigation. Defendant contended, and we think with honest in- 
tent, that he was violating no right of plaintiff. His efforts to 
avert such unpleasant consequences are compatible with the idea 
that he was willing to purchase peace at the sacrifice of some, 
but not all, of his rights. The actions of men often are prompted 
by such motive. Since the conduct of defendant is as consistent 
with an honest as with a sinister motive, we are disposed to give 
him the benefit of the doubt. Sced Co. v. Seed Co., 37 Mo. App., 
313. 

This brings us to the decisive question in the case, vis.: 
Did the use of the name “Menefee’s Electric Lump” constitute 
a violation of the right of plaintiff to the exclusive use of the 
name “Electric Lump?” We say there was no infringement of 
the trade-mark issued to plaintiff, and for this conclusion we 
shall state but one of several reasons that occur to us. The 
allegations of the petition and the proof disclose beyond question 
that the words do not denote the origin or ownership of the 
commodity to which they refer, but are merely descriptive of 
the quality of a commodity of general consumption. But since 
this reason is one we must discuss in our consideration of the 
question of whether or not defendant has been guilty of an offense 
against the laws of fair trade, and since the doctrine of fair 
trade covers a much larger field than that of trade-mark rights, 
we shall pass at once to the consideration of the larger and, in 
this case, all-inclusive question. 

The doctrine of fair trade, or, as it is otherwise called, of 
unfair competition, thus is well expounded by Judge Nortoni in 
Grocers’ Journal v. Midland Pub. Co., 127 Mo. App., loc. cit., 
306, 105 S. W., 312: “However this may be, we find that in 
keeping with the Christian influence of advancing civilization, 
the courts have evolved out of the technical law of trade-marks 
a just doctrine, well founded, and known as the law of unfair 
trade, the underlying principle of which is not only sound and 
broad but eminently more concerned with the justice of the cause 
than was our ancient jurisprudence with reference to infringe- 
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ments of the trade-mark. Now the broad principle, fundamental 
of the doctrine incorporated in the law of unfair competition, 
is that irrespective of the proprietary interest in the word or 
symbol which constitutes the trade-mark, and for that matter, 
irrespective of the entire question of technical trade-mark, one 
man has no right to palm off his goods or wares as those of an- 
other. This is true for two very sufficient reasons: First, a 
man who has established a reputation for his goods, by the 
excellence of his product, under a given mark or symbol indicat- 
ing its origin or manufacture, is by all means entitled to be 
protected in the enjoyment of the good will, of the fruits, and 
the reputation of the business thus established by his uprightness, 
integrity, and industry; and, second, on the other hand, those 
members of the public who purchase a commodity are of right 
entitled to have precisely what they purchase and to this end 
should be protected against the fraud and deceit of whomsoever 
places another and different or counterfeit article upon the mar- 
ket under a mark or symbol in the similitude, likeness, or in the 
dress of the genuine. Elgin, etc., Ilatch Co. v. T[llinois, etc., 
Watch Co., 179 U. S., 665-674 [21 Sup. Ct., 270, 45 L. Ed., 365] ; 
Coates v. Merrick Thread Co., 149 U. S., 562-566 [13 Sup. Ct., 
996, 37 L. Ed.. 847]; Shaver v. Heller & Mertz Co., 108 Fed., 
821-826 [48 C. C. A., 48]; Melean v. Fleming, 96 U. S., 245 
[24 L. Ed., 828]; 28 Amer. & Eng. Encye. Law (2d Ed.), 345 to 
250; Browne on Trade-Marks (2d Ed.), § 43.” 

The gist of the whole doctrine lies in the axiomatic rule 
first announced in a case before the House of Lords that no man 
has a right to sell his goods as the goods of another. In the 
application of that rule courts often go far beyond the limits of 
the technical rules of trade-mark law and, regarding each case 
as in a sense sui generis, endeavor to reach a conclusion in keep- 
ing with the real equity of its particular facts. Consequently, 
the books contain many decisions wherein the rule that no pro- 
prietary rights can be founded on the use of geographical names 
or of words merely descriptive of the quality of the commodity 
is modified to conform to the equitable demands of the peculiar 
facts and circumstances of the case, and a secondary meaning 


is accorded to such words, and on such meaning a proprietary 
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right is predicated. Thus, in a leading case cited in briefs of 
counsel, a large factory was established in a small, obscure vil- 
lage, and its product was sold in the markets under a name in 
which the name of the village had the most conspicuous place. 
After building up a large trade under that name, the factory 
was moved to another city. Afterward another factory of the 
same kind was started in the village, and its proprietors sought 
to purloin the trade of the old concern by taking the same name. 
The court held that the name of the village had acquired a sec- 
ondary meaning and that the attempt of the new concern was an 
act of piracy. 

It would be tedious and unremunerative to go into a dis- 
cussion and analysis of the case law on the subject. The en- 
tire doctrine fundamental of every case of unfair competition 
may be compressed into two general and most just rules: First, 
the one we have stated, that no man should be suffered to sell 
his goods as the goods of a competitor; and, second, the rule 
restrictive of the first, that no man should be allowed to acquire 
a practical monopoly of a commodity of general consumption by 
the employment of a trade-name composed of merely descriptive 
words. Monopolies are odious to the people and abhorrent to 
equity and never should be tolerated except as to those things 
that essentially are monopolistic, such as public utilities, patent 
rights, etc. It is one thing for a vendor to establish a demand 
for a commodity sold by him by the use of an arbitrary trade- 
name that points the public mind to the fact that he is the sole 
vendor of a particular brand of such commodity, and it is quite 
another and different thing for him to attempt to monopolize 
the trade by preventing competitors from using words descriptive 
of quality in their advertisements. “Thus,” says Judge Lewis, 
in Trask Fish Co. v. Wooster, 28 Mo. App., 408, “if a grocer 
should brand or label the words ‘Best brown Sugar’ on every 
parcel of that article sold by him, would it ever be supposed that 
all other grocers should be thereby precluded from using the 
same words in connection with their sales of the same article? 
Such a restriction would create a monopoly in the hands of any 


man who might so elect, in the commonest products of universal 
consumption and use.” 
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Bituminous coal is a commodity of general use in this state. 
It is as much a staple article of consumption as sugar and coffee. 
It is a matter of common knowledge that the ordinary consumer 
prefers to buy the coal that comes in the largest lumps and is 
most free of slack and dust. The word “lump,” therefore, refers 
to quality, and certainly no dealer should be allowed the exclu- 


<P RO ne ain lt Ratt as nem nn alc lint 


sive use of that word. The word “electric” has a general, well- 


understood meaning, 1. ¢., that the coal was mined by electric 
machines, and therefore is cleaner and in larger lumps than coal 
mined in the old way. Used as an adjective to the noun “lump,” 
: the term thus formed is descriptive of quality only. The claim 


of plaintiff that it has an exclusive right to the use of that term 
in practical effect is the assertion of a right to monopolize the 
sale of coal mined by the new and now general method, since 
the enjoyment of the exclusive right to advertise coal of such 
quality would amount to a monopoly of the sale of such coal. 
Thus it appears that plaintiff is founding its cause of action, 
not upon its own skill, genius, and industry, but upon its volun- 
tary appropriation of a term that in all equity and good con- 
science should be regarded as common property which any dealer 
in coal mined by electricity may use in advertising his business. 
Plaintiff acquired no property right in the name “Electric Lump,” 
and the learned trial judge took a proper view of the case in 
dismissing the bill. 
The judgment is affirmed. All concur. 


COMMISSIONER OF PATENTS 


WALTER BAKER & ComMPAny, Lrp., v. Worn. 
(177 CO: GG... 770) 
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January 6, 1012. 
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TrRADE-M ARKS—CANCELLATION—AcT OF 1870. 

A petition for the cancellation of a trade-mark registration effected 
under the law of 1870 is properly dismissed, since such registration 
was granted for a period of thirty years, and if valid would have ex- 
pired before the petition for concellation was filed. 


Messrs. Putnam, Putnam & Bell, for Walter Baker & Com- 
pany, Ltd. 
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Messrs. Munn & Co., for Worth. 
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THE TRADE-MARK REPORTER 


MoorsE, Commissioner.—This is an appeal by Walter Baker 
& Company, Ltd., from the decision of the Examiner of Inter- 
ferences dismissing its application for cance.lation of trade-mark 
registration No. 842, granted May 28, 1872, to J. G. Worth. 

The Examiner of Interferences dismissed the application of 
appellant without forwarding a copy thereof to the registrant and 
without further proceedings in the case for three reasons, stated 
in his decision as follows: 

1. The act of 1870 under which the registration referred to was 
granted was declared unconstitutional by the Supreme Court of the 
United States in the Trade-Mark Cases (100 U. §., 82). There was, 
therefore, no valid registration under that act and nothing of any effect 


ever existed or remains to be cancelled. 


> 


2. Even had the registration been a valid one under a valid act it 
would have expired May 3, 1902, since the Act of 1870 provided that 
registrations should be effective for thirty years unless renewed. There 
was no renewal of the registration here involved. Having expired, noth- 
ing remains of the registration to be cancelled. 

3. In the case of Funke vy. Baldwin the Commissioner held: “that 
Section 13 of the Act of 1905, providing for the cancellation of trade- 
mark registrations, applies only to those registrations made under that 
pet 

As stated by the Examiner of Interferences, the Trade-Mark 
Act of July 8, 1870, was held unconstitutional because not limited 
to the registration of trade-marks used— 
in commerce with foreign nations, and among the several States or with 
the Indian tribes, 
by the United States supreme court in the Trade-Mark Cases 
(100 U. S., 82). 

Registrations under the Act of 1870 are not considered by 
the Patent Office a bar to the registration of a trade-mark under 
the present Trade-Mark Act. (Ex parte, Havana-American Com- 
pany, 132 O. G., 1839.) 


Section 78 of the Act of 1870 provided that registrations 
thereunder should remain in force for thirty years, with a right 


of renewal on application made six months prior to the expira- 
tion of the registration. Inasmuch as the registration of Worth 
was granted in 1872 for a term of thirty years and was not re- 
newed, the registration, had it been a valid one, would have ex- 
pired in 1902. Since the certificate of registration of a trade- 
mark, like a patent grant for an invention, is issued for a definite 
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term, it necessarily follows that after the expiration of that term 
there is no valid existing registration on which a judgment for 
cancellation can operate. 

Since the Worth registration is not a valid existing regis- 
tration, the Examiner of Interferences rightfully dismissed the 
application for cancellation. 

The decision in the case of Funke v. Baldwin (127 O. G., 
392), cited by the Examiner as his third reason for dismissing 
the application, discussed and passed upon registrations only un- 
der the Trade-Mark Acts of 1881 and 1882 and under the Act 
of 1905. It reached the conclusion that Section 30 of the latter 
act exempts registrations under the Acts of 1881 and 1882 from 
the operation of the cancellation section of the Act of 1905. It 
apparently recognized the fact that no valid registration existed 
under the Act of 1870. 

Moreover, in the case of De Ferranti v. Lindmark (134 


4 


©. G., 515; 30 App. D. C., 417) the court of appeals of the 
District of Columbia said: 

It is a general rule of statutory construction that, in the absence of 
language in a statute clearly expressing an intention to the contrary, 
statutes will be construed prospectively. 

In view of the conclusion reached above, that there are no 
valid existing registrations under the Act of 1870, it is unneces- 
sary to consider whether the cancellation section of the present 
act could be construed retroactively to cover them. 

The decision of the Examiner of Interferences is affirmed. 


MADAME IRENE v. SCHWEINBURG. 


(137 0. G., 104%) 


4/4 


January 9, 1912. 


1. TRADE- MARKS—ABANDON MENT. 

It is well settled that the mere non-use of a trade-mark does not 
establish abandonment thereof. He who contends that a mark has been 
abandoned must establish that the original owner of the mark not only 
discontinued its use but intended to abandon the same. 

2. INTERFERENCE—RIGHT TO REGISTRATION. 

Registration properly refused the junior party, since the senior 
party was the first to adopt and use the mark in issue and the evidence 
did not establish that he had lost his rights thereto by abandonment. 


Messrs. Robertson & Johnson, for Madame Irene. 
Mr. C. P. Goepel, for Schweinburg. 
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Moorr, Commissioner.—This is an appeal from the decision 
of the Examiner of Interferences holding that the firm of Mad- 
ame Irene is not entitled to the registration for which it has made 
application. 

The interference involves the application of the firm Mad- 
ame Irene for registration of the word “Irene,” as a trade-mark 
for corsets and two registrations of Schweinburg of the word 
“Trene” and the words “The René,’ the word “The” being 
written in small letters in the upper curve of the “R” as trade- 
marks for the same goods. 

The record shows that Schweinburg adopted these trade- 
marks prior to the dates of his registrations in 1890 and 1892, 
respectively, and that the firm of Madame Irene did not adopt 
its mark until some years later, the testimony being conflicting 
as to whether it was adopted in 1go1, 1903, or 1904. The only 
question in the case is whether Schweinburg abandoned his 
marks and that in view of such abandonment Madame Irene is 
entitled to registration. This question the Examiner of Inter- 
ferences decided adversely to Madame Irene, holding that aban- 
donment had not been established. 

It is contended on behalf of Madame Irene that there is no 
interference in fact between the mark “Irene” and the mark 
“The René.” The Examiner of Interferences held otherwise, 
pointing out that the word “René” in appearance was quite 
similar to “Irene” and that the public inquiring for goods bearing 
this mark would probably pronounce this word similarly to 
“queen,” or as if it were spelled “reen.” 

As it will appear hereinafter, it is not necessary to decide 
this question, but it is deemed proper to refer to the statement in 
the brief on behalf of Schweinburg that this question had pre- 
viously been decided by the office on a motion to dissolve. ( Brief 
for Schweinburg, pp. 9 and 17.) The record does not bear out 
this statement. A motion to dissolve the interference as to the 
mark “The René” was brought on behalf of Madame Irene some 


time after the declaration of the interference. Transmission of 
this motion was refused on the ground that it was brought late 
and that the failure to bring the motion earlier was the result of 
deliberate election on the part of Madame Irene. On appeal the 
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decision of the Examiner of Interferences refusing to transmit 
the motion to dissolve was affirmed, but the question of the con- 
flict between the marks “Jréne” and “The René” was not con- 
sidered on the motion to dissolve by any of the tribunals of the 
Patent Office. 

As stated above, the record shows that Schweinburg adopted 
and used the marks “Irene” and “The René” long before any 
date of adoption claimed by Madame Irene. It appears that 
Schweinburg was an importer of corsets manufactured by the 
firm of Zoeppritz, Cantz & Ziegler. of Cannstatt, Germany ; that 
he placed certain trade-marks on these corsets; that corsets 
marked “Irene” were sold exclusively to the firm of J. Lichten- 
stein & Sons, and, after their failure, to the firm of Journeay & 
Burnham, and that corsets marked “The René” were sold exclu- 
sively to the firm of Ehrich Bros. It also appears that in 1901 
certain contracts were entered into between Schweinburg and B. 
Altman & Co. and between Schweinburg, B. Altman & Co., and 
Zoeppritz, Cantz & Ziegler, by which B. Altman & Co. became the 
distributers of the corsets manufactured by the latter firm which 
had been formerly handled by Schweinburg. One of these con- 
tracts contained the provision that it might be terminated at the 
end of five years upon notice by B. Altman & Co. under certain 
circumstances. After the making of these contracts Schwein- 
burg handled no more corsets, and at the end of five years B. 
Altman & Co. gave notice that the contracts would be considered 
as terminated. Schweinburg thereafter brought suit against B. 
Altman & Co. for the royalties due him under these contracts for 
one year. 

It further appears that no corsets marked “Irene” were sold 
by B. Altman & Co. after 1903 or 1904 and possibly no corsets 
marked “The René” sold after that time. The testimony is 
somewhat conflicting as to how long corsets bearing these trade- 
marks continued on sale. It appears that the firm of Journeay 
& Burnham became involved, that, with Schweinburg’s consent, 
B. Altman & Co. ceased to sell corsets to them some time prior 
to their failure in 1907, and that in May of that year the left- 
over stock of that firm of “Irene” corsets was sold at a re- 
ceiver’s sale to the firm of Edwards & Son, of Syracuse, N. Y., 
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by whom they were closed out. There is some testimony to 
show that the firm of Ehrich Bros. bought no corsets from B. 
Altman & Co. bearing the mark “The René” later than 1903, and 
that when in 1909 and 1910 attempts were made by employees 
of Madame Irene to purchase corsets bearing this mark they 
were informed that while Ehrich Bros. had such corsets on hand 
they were merely left-over corsets which they sold at reduced 
prices and they were not keeping that line of corsets “up to date.” 

[t is contended on behalf of Madame Irene that these facts 
show an absolute abandonment by Schweinburg of the marks, 
and that therefore registration should be accorded to the former. 
On behalf of Schweinburg it is contended that there is no proof 
of an intent to abandon the mark, it being pointed out that the 
testimony shows that Schweinburg, while having no actual place 
of business, kept on hand his forms and stamps, that B. Altman 
& Co. had on hand labels bearing the marks “Iréne’” and “The 
René,” and that the suit brought by Schweinburg against B. 
Altman & Co., while in form a suit for royalties due under the 
contracts, must, in effect, result in a determination whether or 
not Schweinburg has the right to use his mark. 

It is well settled that the mere non-use of a trade-mark does 
not establish abandonment thereof, but that one who contends 
that the mark has been abandoned must establish that the origina! 
owner of the mark not only discontinued its use but intended to 
abandon the same. (Baglin, et al. v. Cusenier, 221 U. §., 580, 
597, and cases therein cited.) It is true that it is not necessary 
that it be proved that the original owner of the mark has stated 
that he intended to abandon the mark. Such intent may be proved 
by his actions and the circumstances of the case. 

In my opinion an intent by Schweinburg to abandon either 
the mark “Irene” or the mark “The René” has not been estah- 
lished in this case. As pointed out by the Examiner of Inter- 
ferences, the record shows that Schweinburg kept on hand his 
forms and labels, and the question of the liability of 2}. Altman 
& Co. to Schweinburg is still in litigation. Schweinburg posi- 
tively testifies that he never intended to abandon these marks 
and denies that he told the agent of R. G. Dunn “% Cc. that he 
had given up his business and sold out all interest therein. 
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In reaching this conclusion I have not overlooked the fact 
that the contracts above mentioned referred to the “Z-Z” and 
“Au-Coeur” brands of corsets more fully than to the “Iréne” 
and “The René” brands and that apparently under one of these 
contracts B. Altman & Co. were not required to sell the “Iréne” 
corsets to other parties should the firm to whom Schweinburg 
had given the exclusive handling of these corsets go out of 
business. 

In view of the holding that abandonment has not been estab- 
lished it is not necessary to consider whether there is an inter- 
ference in fact between the marks “Iréne” and “The René.” 

The record of this case is long drawn out, and the testimony 
consists in large part of references to irrelevant and immaterial 
matters. Questions were asked witnesses over and over again 
in substantially the same form. <A fair example of a large part 
of the testimony is found in the cross-examination of Mrs. Kann 
(record for Madame Irene, pp. 61 and 62), two pages of which 
relate to the time when her previous deposition when testifying 
on behalf of Schweinburg was closed, whether at 1 o'clock or 
2 o clock in the afternoon. Such a record as this not only greatly 
adds to the expense of the proceeding, but very greatly increases 
the labor of all the tribunals who have to consider the case. 

The decision of the Examiner of Interferences is affirmed. 


Ex Parte, EAGLE PENciL, COMPANY. 
(177 ©: G.,. 1205.) 
April 8, 1972. 


TrAbE- MARKS—CIRCU MFERENTIAL BANDS OF CONTRASTING CoLORS—AN- 
TICIPATION, 

A trade-mark for pen and pencil holders, consisting of a circum 
ferential band of a red color contrasting with a yellow or gilt color 
on each side thereof is properly refused registration, in view of prior 
registrations of marks differing therefrom only in the colors used 


Mr. Marcellus Bailey, for the applicant. 


Moorer, Commissioner.—This is an appeal from the decision 
of the Examiner of Trade-Marks refusing to register a mark for 
pen and pencil hol:lers, penholders, pencil-holders, point-protec- 
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tors, rubber erasers, and pencil-lengtheners, which is described 
by the applicant as follows: 

The trade-mark consists of a circumferential band of red color con 
trasting with a yellow or gilt color on each side thereof, and produced 
upon the body of the holder or other article as shown in the accompany- 
ing drawing which represents a metallic pencil holder having a band of 
red color, the body on each side thereof being of vellow or gilt color 
as above specified. 

Registration was refused on the ground that the red circum- 
ferential band claimed by appellant was anticipated under the 
decision of the court of appeals of the District of Columbia in 
A. Leschen & Sons Rope Co. v. Broderick & Bascom Rope Co. 
(164 O. G., 977; 36 App. D. C., 451), by the following refer- 
ences: Eberhard Faber, No. 43,074, August 2, 1904; Eberhard 
Faber, No. 51,227, April 10, 1906; Eberhard Faber, No. 52,417; 
May 8, 1906; American Lead Pencil Company, No. 60,469, Feb- 
ruary 12, 1907; American Lead Pencil Company, No. 66,976, 
January 7, 1908; Eberhard Faber, No. 71,436; November 24, 


1908; Eberhard Faber Pencil Co., No. 73.468; April 20, 1909; 
American [ead Pencil Company, No. 73,691, May It. 
1909; American Lead Pencil Company, No. 73,692, May 
11, 1909; American Lead Pencil Company, No. 73,693, May 11, 
1909; American Lead Pencil Company, No. 75,289, September 
21, 1909. 

The marks of these registrations consist of circumferential 
bands of uniform width of green, yellow, blue, and other colors 
applied to goods of the same character as those of appellant. 

No question is raised but that the goods upon which the 
marks are used in the references are of the same descriptive 
properties as those upon which the mark of this application is 
used; but appellant contends that a red color-band is not shown 
in any of the references, that it is the custom of manufacturers 
of this class of goods to mark their goods with a distinctive color- 
band for the purpose of indicating the origin of the goods, and 
that it has been the long-continued practice of the office in this 
class of goods to register different color-band marks to different 
manufacturers for the same article. 


The Examiner admits that such was formerly the practice 
of the office, as shown by the references cited above; but he 











i ae ha 


Nh nl NI Ht i aha: 


i i AN. altel I ln MT ie ett 








EAGLE COMPANY 





EX PARTE, PENCIL, 





219 


holds that the decision of the court of appeals of the District 
of Columbia in the case of 4. Leschen & Sons Rope Co. v. Brod- 
erick & Bascom Rope Co., supra, precludes a continuation of such 
practice. 

In the case just cited this office was of the opinion that a 
yellow stripe of uniform width spirally disposed around the sur- 
face of a wire rope was not so similar to a mark consisting of a 
red stripe of uniform width similarly placed by painting one of 
the strands of the wire rope as to cause confusion. The court 
reversed this holding of the office and said: 


The only difference in the marks is that of color. They are both 
used upon wire rope, and are both applied in substantially the same man- 
ner. It is admitted that appellant has used its mark for more than 
twenty years, and if this were a case of unfair competition there would 
be little doubt as to appellant’s right to relief, for while color, generally 
speaking, is not a proper subject of a trade-mark, a rival dealer may not 
appropriate another’s mark by merely changing its color. It is manifest 
that if appellee is entitled to use precisely the same mark as that used 
by appellant but colored yellow instead of red, every color of the rainbow 
may be appropriated by other wire-rope manufacturers and may be 
similarly applied. Such a result, in our opinion, would lead to no 
end of confusion, the value of appellant’s mark would be destroyed, 
and the purchasing public would be liable to imposition. The Patent 
Office has held that there is no conflict; but both marks are before us 
and, in the language of the Circuit Court of Appeals for the Eighth 
Circuit “the evidence of the eyes is more persuasive and satisfactory than 
any other.” (Layton Pure Food Co. v. Church & Dwight Co., 182 Fed., 
24.) 


In an opinion rendered at the same time in the case of 4. 
Leschen & Sons Rope Co. v. American Steel & Wire Co. of New 
Jersey (164 O. G., 978; 36 App. D. C., 456), the court of appeals 
of the District of Columbia held that a trade-mark for wire rope 
consisting of a blue stripe of uniform width spirally disposed 
around the surface of the rope was so similar to a mark consist- 
ing of a red stripe similarly placed on a rope as to be likely to 
cause confusion and deceive purchasers. 

The court of appeals of the District of Columbia is an 
appellate tribunal to the Patent Office in trade-mark cases, and 
its interpretation of the law controls the action of the tribunals 
of the Patent Office. Under its ruling in the above-mentioned 
cases I am of the opinion that there can be no question but that 


appellant’s mark is anticipated by the references cited. Appellant 
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attempts to distinguish this case from those mentioned above 
in that affidavits have been filed in the present case alleging that 


it is the custom of manufacturers of these goods to identify their 


goods by various color-bands, that the red color-band is rec- 
ognized in the trade as belonging to appellant, and that no confu- 
sion results in the trade, but each manufacturer respects the color- 
band marks of the others. This distinction between the two cases, 
however, does not appear to exist. In the excerpt from the 
opinion quoted above, after calling attention to the fact that the 
Patent Office held that there was no conflict between the two 
marks and that the appellant insisted that the evidence failed to 
show such a conflict, the court stated that the marks were before 
that court and that— 


the evidence of the eves is more persuasive and satisfactory than any other. 


In connection with his appeal appellant asks for a ruling 
upon the following objections of the Examiner: 

(1) That the description of the mark is indefinite in that it 
does not give the precise location of the red band upon 
the articles to which it is applied, and, 

That the specimen indicating the use of the mark upon 
rubber erasers does not conform to the description of 
the mark set forth in the statement of the application. 

Concerning the first objection, appellant admits that it has 
long been the practice of the office to require that the mark be 
definitely located. The drawing showing the mark for which 
registration is sought indicates the location of the color-bands, 
and the requirement of the Examiner that the description should 
give the location of the band is well taken. 

Regarding the second objection, it is apparent from an in- 
spection of the rubber erasers submitted that it does not disclose 
a mark— 
consisting of a circumferential band of red color contrasting with a yel- 
low or gilt color on each side thereof— 
and the Examiner is also sustained in this objection. 

The decision of the Examiner of Trade-Marks is affirmed 





